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PART I 


RECENT BRITISH DECISIONS IN TRADE-MARK AND UNFAIR 
COMPETITION CASES 


By Dr. Paul Abel, London* 


I. Trade Marks 


The Aristoc v. Rysta Case. In 33 T.-M. Rep., 108, I have dealt with the Aristoc 
case the facts of which may be briefly summarized as follows: 

Rysta Ltd. who carried on the business of repairing stockings by a secret process, 
called by them the “Rysta process,” applied for registration of the word mark 
“Rysta.” The specification of the goods in respect of which application was made 
was “stockings and re-weaving repairs affected thereto.” They declared that they 
intended to carry on the additional business of stocking manufacturers. 

Aristoc Ltd. filed opposition on the following reasons: 


(1) A mark could not be registered for use on repaired goods. 

(2) The use of the mark in connection with repaired stockings together with 
the use of the same mark in connection with stockings manufactured by the applicants 
would lead to confusion of the public. 

(3) Resemblance of the word “Rysta” with the mark “Aristoc” registered in 


the name of Aristoc Ltd. since 1923 in respect of stockings manufactured and traded 
by them. 


The Assistant Comptroller made an order for registration of the mark “Rysta.” 
His order was discharged by Mr. Justice Farwell who based his decision on ground 
(3) above. 

The Court of Appeal reversed by a majority vote (Lord Justice Luxmoore dis- 
senting ) the decision of Mr. Justice Farwell. The reasons given by the Court are 
contained in my previous report. 

Aristoc Ltd. appealed to the House of Lords. The House (Lords Maugham, 
Thankerton, Macmillan, Wright and Simonds) allowed the appeal and restored the 
decision of Mr. Justice Farwell refusing the registration of the mark “Rysta.” The 
House held all the three reasons raised by Aristoc Ltd. well founded :* 


Their Lordships said that a mark proposed to be used in relation to stockings 
for the purpose of indicating the fact that the stockings had been repaired by the 
applicants was not within the definition of trade-mark in section 68(1) of the 
Trade-Marks Act, 1938 (the wording of that proviso is cited in note 6 of my pre- 
vious report). The repair of sockings did not constitute a connection in the course 
of trade within that section. 


* See previous reports by this author in 33 T.-M. Rep., p. 29 and 107, 34 T.-M. Rep., p. 92. 
1. The Law Times, issue of January 6, 1945, vol. 199, p. 5, 1 (1945) All Engl. L. R., p. 
34. The decision of the House of Lords was delivered on December 8, 1944. 
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Their Lordships further declared that the use of the word “Rysta” by Rysta 
Ltd. on stockings of their manufacture concurrently with the use by them of the 
same mark upon stockings not manufactured by them, but only repaired by them 
would be likely to lead to confusion and was, therefore, unlawful by virtue of the 
provisions of section 11 of the Act which section prohibits the registration of trade- 
marks the use of which would be likely to deceive or cause confusion. 

The House further held that the word “Rysta” if used as a trade-mark for 
stockings so nearly resembled the word “‘Aristoc”’ as to be likely to deceive or cause 
confusion within the meaning of section 12(1) of the Act. 

The decision of the House of Lords is, I think, to be welcomed. If there is a 
doubt whether two words resemble each other in a manner likely to deceive or cause 
confusion, the Court should, in my humble submission, as a rule be inclined to 
answer the question of confusion in the affirmative. 
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II. Passing-off 


I. The “Office Cleaning” case. 


In my last article [34 T.-M. Rep. 95] I reported that Mr. Justice Morton granted 
an injunction restraining the defendants Westminster Window & General Cleaning 
Ltd. from using the trading style “Office Cleaning Association” or any other style 
so closely resembling the name of the plaintiffs, Office Cleaning Service Ltd., as to 
be calculated to lead to the defendants’ business being confused with the plaintiffs’ 
business. 

The defendants appealed to the Court of Appeal and the latter (Master of the 
Rolls Lord Greene, MacKinnon and Luxmoore, Lord Justices) allowed the appeal 
and rejected the plaintiffs’ claim for an injunction.’ 

Lord Justice Luxmoore, in giving the judgment of the Court, said, that the 
foundation of the right to restrain the user of a similar name was based on the 
principle that no one was entitled to represent his business or goods as being the 
business or goods of another by whatever means that result might be achieved, ir- 
respective of whether the representation was intentional or otherwise. “But a dis- 
tinction has always been made,” Lord Justice Luxmoore continued, “between cases 
in which the trade name or the part of it in question consists of a word or words of 
ordinary use, descriptive of the business carried on or the article dealt in, and the 
case in which the word or words complained of is or are of the character of a fancy 
word or words and primarily have no relation to such business or article but only 
to the person carrying on such business or dealing in the article . . . . It has often 
been pointed out by the courts that, where the name under which the plaintiff trades 
is a descriptive one, the court is always reluctant to interfere even where the de- 
fendants have taken a name very closely resembling that of the plaintiff. But if the 
plaintiff can show that the name, although composed of descriptive elements, in fact 
distinguishes his firm, the court will restrain the improper use of such name or of 
a name so closely resembling as to calculate to deceive.” 

Lord Justice Luxmoore then pointed out that in the present case Mr. Justice 


2. July 28, 1944; 2 (1944) All England Law Reports, p. 269, 61, R. P. C. 133. 
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Morton had negatived any deliberate intention to deceive on the part of the de- 
fendants in the assumption of the style “Office Cleaning Association ;” further that, 
as admitted by the plaintiffs, the words “Office Cleaning” had not acquired any 
subsidiary meaning which would confine their user to the plaintiffs and that as ad- 
mitted by the plaintiffs as well, there would be no objection to the user by the de- 
fendants of the words “Office Cleaning” if prefixed by the word “Westminster.” 
The plaintiffs had declared that the last mentioned word would be sufficient to dis- 
tinguish the defendants’ business from theirs, whereas the defendants alleged that 
they were unable to use the word “Westminster” because it suggested that their 
business was limited to the Westminster area which was in fact not the case. “We 
think,” Lord Justice Luxmoore argued, “that this is not an unreasonable attitude 
for the defendants and that it affords a satisfactory explanation of the omission to 
use the word ‘Westminster.’ . . . The plaintiffs have chosen to incorporate into their 
name the words ‘Office Cleaning’ which are descriptive of the business they carry on, 
and, unless they are in a position to establish a monopoly in the use of these words 
on the ground that they have acquired a secondary or subsidiary meaning, we do 
not think they can obtain a monopoly by reason of the fact that there is some risk of 
confusion if those words are used by another. In the absence of any fraudulent in- 
tention, the cases appear to establish beyond controversy that a small differentiation 
is sufficient to defeat a claim for passing-off. In the present case the most distinc- 
tive word used by the plaintiffs in their title is ‘services; the defendants have used 
in their title the word ‘Association’ which bears no resemblance in appearance or 
sense to the word ‘services.’ In all the circumstances of the case, this differentiation 
is sufficient to distinguish the defendants’ business from that of the plaintiffs.” 

For these reasons the appeal was allowed and the action dismissed. Leave to 
appeal to the House of Lords was refused. 


II. The “Incorporated Accountant” case. 


The Society of Incorporated Accountants and Auditors sued one Hadfield be- 
cause he had described himself in the letter heading of his note paper and in other 
documents connected with his business “A. S. A. A. Incorporated, Accountant and 
Auditor.” This is the form which members of the Plaintiff Society used to denote 
membership thereof. Defendant was not a member of the Society. Mr. Justice 
Uthwatt granted an injunction restraining defendant from using the said words as 
such use was calculated to cause members of the public to believe he was a member 
of the Society.* The Judge referred to a prior case* in which it had been established 
that the description “Incorporated Accountant” was a fancy and not a descriptive 
term and had come to denote membership of the Plaintiff Society. 


III. False description of goods 
I. The “Cordial” case. 


The meaning of the description “Cordial” which had been briefly considered in 
the case reported in my last article [34 T.-M. Rep. 97] was more thoroughly ex- 


3. January 11, 1944; 61 R. P. C. 39. 
4. 24 R. P. C. 159; (1907) 1 Chancery, p. 489. 
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amined by Mr. Justice Tucker (King’s Bench Division of the High Court, London).° 

The plaintiffs Sopers of Harrow Ltd. entered in 1942 into a contract with the 
defendants Johnston & Son (London) Ltd. to purchase a quantity of “Cordials.” 
A quantity was sold as “Lemon Citric Flavoured Cordial,” another as “Limo-Citric 
Flavoured Cordial” and a third quantity as “Orange Citric Flavoured Cordial.” 
The plaintiffs purchased these beverages partly for their food department and partly 
for use in their restaurant. 

The plaintiffs based their action on Sections 3 and 6 (1) of the Food and Drugs 
Act, 1938.° 

The plaintiffs contended that a liquid is not a cordial if it contains no sugar be- 
cause sugar is one of the necessary and essential ingredients of a cordial, and some- 
thing which entirely lacks sugar cannot be a cordial. The plaintiffs, therefore, re- 
fused payment and claimed damages for breach of contract and for breach of war- 
ranty under the above mentioned provisos of the said Act. 

The defendants contended that the beverage was a cordial notwithstanding that 
it contained no sugar, that the label indicated that it contained no sugar and that the 
plaintiffs could have minimized their damage by adding the requisite amount of 
sugar or by pasting labels supplied by the defendants bearing the word “Summa- 
drink” over the word “Cordial.” 

In considering the evidence Mr. Justice Tucker argued that in olden times 
the word “cordial” signified what is now called a “liqueur,” but that gradually it 
came to be applied to certain non-alcoholic beverages ; further, that up to the out- 
break of war it was the almost invariable practice of manufacturers of drinks called 
“cordial” to put into them 30 to 50 percent sugar, forming the base of the drink, 
whereas some witnesses had deposed that since the war there had been a change 
in the meaning of the word “cordial” brought about by the scarcity of sugar. The 
Judge arrived at the conclusion that the word “cordial” had acquired and maintained 
a commercial significance and that it meant a drink which contained a substantial 
percentage of sugar. “It is the percentage of sugar,” the Judge ruled, “which gives 
not only a sweetened taste, but a food value the quality of which exhilarates or sus- 
tains.” The Judge dismissed also the argumentation of the defendants that the 
plaintiffs could have minimized their damage, holding that the plaintiffs were not 
bound to take such steps as suggested by the defendants. He, therefore, held that 
there was a breach of contract and of Section 3 of the Food and Drugs Act and 
awarded damages to the plaintiffs. 


IV. Some Statistics.’ 


The annual report by the Comptroller General of the British Patent Office for 
the year 1943 shows a considerable increase in trade-mark applications and regis- 
trations: 5345 applications (the figures for 1942 are given in parentheses) were 


5. May 15, 1944; 2 (1944) All England Law Reports, p. 42. 
6. Section 3 provides as follows: “If a person sells to the prejudice of the purchaser any 
food or drug which is not of the nature, or not of the substance, or not of the quality, of the 
food or drug demanded by the purchaser, he shall be guilty of an offence.” The wording of 
Section 6 (1) is cited in 34 T.-M. Rep. p. 97, note 14. 

7. See Statistics for 1942, 33 T.-M. Rep. p. 113. 
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filed in 1943 for trade-mark registration in Part A of the Register (1942: 3977) 
and 126 (105) in Part B 2415 (2157) trade-marks were registered in Part A and 
326 (229) in Part B. 

Of the trade-marks registered in 1929 registration was renewed in 1943 for a 
second period of fourteen years in 3507 cases, of those registered in 1915 registra- 
tion was renewed for a third period of fourteen years in 1014 cases, of those regis- 
tered in 1901 registration was renewed for a fourth period of 14 years in 824 cases 
and of those registered in 1887 registration was renewed for a fifth period of fourteen 
years in 917 cases. 

As in 1942, the greatest number of trade-mark registrations was effected in Class 
5 “pharmaceutical, veterinary and sanitary substances, infants’ and invalids’ foods, 
etc.” : 373 (1942: 316) cases, the next highest figures are: 


Class 3 “bleaching preparations, soap, perfumery, etc.:” 260 (1942: 170) cases; 
Class 25 “clothing, including shoes, boots and slippers:” 188 (203) cases; 

Class 1 “chemical products used in industry, science, etc.:” 163 (149) cases; 
Class 24 “tissues, piece goods, bed and table cover, etc.:” 154 (188). 


Hearings on official objections to applications for registration of trade-marks 
took place in connection with applications for registration in 2,170 (1942: 1980) 
cases ; as a result, 34 (20) applications were allowed to proceed unconditionally and 
1,058 (987) were allowed to proceed subject to conditions to be fulfilled by the 
applicants; 82 (69) were accepted for registration in Part B of the Register, 18 


(4) were withdrawn, 378 (341) were refused. 
Seventy-nine (1942: 39) notices of opposition to the registration of trade-marks 
were received in 1943 and hearings took place in respect of 12 (17) such oppositions. 
The library of the British Patent Office was visited in 1943 by 51,942 persons. 
The Library keeps 82,534 works or 316,531 volumes. 


TRADE-MARKS IN FRANCE 


France is the first of the enemy occupied countries where American trade-mark 
owners may resume the renewal of their trade-mark registrations and obtain the 
registration of new marks. Permission to file such applications is covered by Gen- 
eral License Number 72A. 

Concerning the renewal of French registrations it should be noted that the French 
law of 1942 has established a moratorium on all acts concerning trade-marks and 
patents when the term for doing such acts had not expired on August 21, 1939. 
Accordingly, renewal of a French trade-mark registration may be applied for at this 
time, provided the registration expired subsequent to August 21, 1939. 

It may not be amiss at this time to call to the attention of our members certain 
peculiarities of the French trade-mark law and procedure. 

Foreign applicants are required to file trade-marks in France with the Commer- 
cial Tribunal of Seine, while French nationals file their trade-marks with the Tri- 
bunal of Commerce where their commercial or industrial establishment is located. 
All filings are centralized in the Office National de Propriété Industrielle in Paris. 
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There is no prior examination of trade-marks from the point of view of anticipation 
or from the point of view of registrability of the trade-mark and there is also no 
procedure for opposition. The question whether a certain registration is valid or 
invalid is a matter for the courts to decide. 

Registration of a trade-mark in France is tantamount to use of such mark, in the 
sense that the registrant is presumed to have used the trade-mark and to be en- 
titled to exclusive use thereof as of the date of the registration. It follows that if a 
registrant fails to renew his registration, he may only claim rights in the trade- 
mark from the date of his actual use of the trade-mark in France. In other words, 
the presumption derived by the registration is lost when the registration is not re- 
newed. 

Further, under the French law the registration of a trade-mark identical to or 
confusingly similar with a prior registered trade-mark is deemed void and such 
registration may be annuled at the suit of the prior registrant; however, if the 
prior registration is not renewed, the subsequent registration in the name of the 
other party is automatically validated. Accordingly, failure to renew a registration 
in France involves the danger that an intervening registrant may obtain valid rights 
in an infringing trade-mark, provided, of course, that the owner of the non-renewed 
registration cannot prove use of his trade-mark in France before the date of the 
infringing registration. 

In view of the above, it is important to renew trade-mark registrations in 
France, and advantage should be taken of the present moratorium for the renewal 
of French registrations which have expired after August 21, 1939. 


LANHAM BILL REPORTED BY HOUSE COMMITTEE 


On February 26, 1945 the House Committee on Patents reported out the Lan- 
ham Trade-Mark Bill. The Bill is now designated H. R. 1654 and accompanied 
by Report No. 219. Copies of both may be obtained from the office of the Associa- 
tion. The Bill as reported does not differ in any material respect from the form in 
which it was recently reintroduced in the House. 


TRADE SLOGANS 


Since our last published list, the following trade slogans have been received — 
and entered in the records of the Association : 


Newton’s, “The Store Reliability Built” Newton Cetlin a 
Newton’s, “The Store of Reliability” Newton Cetlin 7 








